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DETAILED ACTION 
Claim Objections 

1 . Claims 1 , 6, and 7 are objected to because of the following informalities: The 
reference numerals are supposed to be in the claims as a guide to make reading the 
claim easier, however, in this case the reference numerals make the claims more 
confusing. For example line 16 of claim 6 discloses the term "the holding element (6)" 
which is a singular term. Line 15 of claim 7, discloses the exact same singular term "the 
holding element (6, 6')" followed by two reference numerals. How can this term be 
singular but represent two separate structures. Also, the numerals are not consistently 
used throughout each claim, for example lines 8-9 of claim 1 features the term "blade 
holders" without a reference numeral. It is recommended that all of the reference 
numerals be removed from the claims. Also, on line 18 of claim 7, the phrase "the 
rolling line" should be replaced with the "rolling or transport line". It is noted that claims 
1-8 lack consistency throughout. All of the claims must be reviewed and all like terms 
that are called by different names must be changed so they are called the same name. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claim is written in such a way that the examiner 
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cannot understand the various functional limitations and if there is even structure. It is 
not clear how things work and, as the work piece progresses, the structure is unclear 
regarding the various "overlaps" of the blades and holders. Basically each of these 
claims (claim 1 more than the others) is a huge run-on sentence that is replete with 
grammatical and idiomatic errors that make it impossible to determine the scope of the 
claim. The claims are still replete with antecedent basis issues (see below). 

4. The claims, especially claim 1 . are indefinite, failing to conform to current U.S. 
practice. They appear to be a literal translation into English from a foreign document 
and are replete with grammatical and idiomatic errors. 

5. Claim 1 recites the limitations "blade holders" and "the side" on lines 5 and 9-10. 
There are insufficient antecedent basis for these limitations in the claim. 

6. Claim 4 recites the limitation "the U-shaped open side" on line 2. The term U- 
shaped frame has been previously disclosed but the "side" has not. It is recommended 
that the phrase "the U-shaped open side of the frame" be replaced with "the U-shaped 
frame". There is insufficient antecedent basis for this limitation in the claim. 

7. Claim 5 recites the limitations "the clamping element" and "the frame arms" on 
lines 2 and 4. There are insufficient antecedent basis for these limitations in the claim. 

8. Claim 6 recites the limitations "the holding element", "the clamping element", and 
"the pressure plates" on lines 16, 18, and 22. The reference numeral (6) next to the 
holding element does not provide a proper antecedent basis for this term. For example, 
the phrase "the holding element" should be replaced with "at least one of said holding 
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elements" to make the term proper. There are insufficient antecedent basis for these 
limitations in the claim. 

9. In regards to claim 6 line 19, the phrase "for overlapping them" is unclear. It is 
not clear what structure is being defined by the term "them". Basically applicant needs 
to replace the word "them" with the structures being overlapped. 

10. Claim 7 recites the limitations "the holding element", "the free end", "the upper 
horizontal frame arm", "the lower frame arm", "the upper holding element", and "the aid" 
on lines 15, 16, 20, 21-22, and 23. 

11. In regards to claims 7 line 18, the phrase "pivotal to both sides" is unclear. Two 
sides (drive side and rolling table side) are previously disclosed but it is unclear if the 
term "both sides" is referencing to the previously disclosed sides or two other sides. If 
this term is referring to drive side and rolling table side the term "both sides" should be 
replaced with "both the drive side and the rolling table side". 

12. Claim 8 recites the limitations "the clamping element" and "the frame arms" on 
lines 15 and 16. There are insufficient antecedent basis for these limitations in the 
claim. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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14. Claims 1-5 are rejected, as best understood, under 35 U.S.C. 102(b) as being 
anticipated by David (3,408,886). 

In regards to claims 1 and 2, David discloses a device for exchanging shears 
(Figs. 3-5) in the cutting to length of strips on a rolling table (1 ), the shears (Column 3 
lines 9-13 and 30,31) are arranged on a rail-guided (29) drive carriage (26) is movable 
by means of a drive transverse to the rolling line (Figs. 4 and 5), the shear comprise a 
U-shaped frame open toward the rolling line and closed at a drive side (Fig. 4), at the 
drive side holding elements (34,35) are provided that support the blade holders (30,31), 
and wherein the drive carriage is coupled to a movable part of the rolling table (Fig. 4). 

In regards to claim 3, David discloses the drive carriage at the rolling table side 
receives at least one clamping element with actuating members (40). 

In regards to claim 4, David discloses the u-shaped open side of the frame has a 
correlated therewith a clamping element (38) coupled with the holding element at the 
rolling table side (39). 

In regards to claim 5, David discloses the clamping element (38) is provided with 
coupling elements (37) that couple with the holding elements of the frame arms (39). 

Allowable Subject Matter 

15. Claims 6-8 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

Response to Arguments 

16. In response to applicants argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
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(i.e., the shears are only introduced into the line when the strip needs to be separated 
transversely) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Also, it appears these claims are a literal translation because there are so many 
basic English errors featured in the claims, especially claim 1 . The examiner attempted 
to re-write claim 1 but could not decipher what was intended. For example, the phrase, 
from lines 6-10, "wherein the shears can be moved together with the blade holders and 
with the holding elements for the blade holders after each cut out of the rolling line to 
the side into a neutral waiting position". How can the shears be moved with and for the 
blade holders? Claim 1 is filled with these types of issues. Because of the condition of 
the claims, the scope of the claims cannot be determined. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Prone whose telephone number is (571) 272- 
4513. The examiner can normally be reached on 7:00-4:30, Mon - (every other) Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer D. Ashley can be reached on (571) 272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

October 06, 2006 A 
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